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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 136(a), In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI C)aim(s) 1-8,10-21 and 23-36 is/are rejected. 

7) [X] Claim(s) 9 and 22 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) Kl Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) |EI Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) Q Notice of lnformal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20040930 



Application/Control Number: 10/771,974 Page 2 

Art Unit: 1755 

DETAILED ACTION 



Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-8, 10-21, 23-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Katoh et al (US Patent 6,514,328). 

Katoh et al teach a marking ink composition contains a dye, pigment, a 
dispersion medium X in which the dye is practically soluble, a dispersion medium Y in 
which the dye is practically insoluble, and the dispersion media X and Y being mutually 
immiscible (abstract and col. 3 lines 7-12). The reference further teaches that the 
specific gravity of the oil-based mixture is made larger than that of water (col. 4 lines 65- 
67). The dispersion media X and Y which are mutually immiscible to form two liquid 
phases may be determined depending upon the kind of dye to employed. There are 
various combinations, such as combination of a polar solvent and a non-polar, 
combination of different kinds of polar solvent or combinations of different kinds of non- 
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polar solvents (col. 7 lines 24-30). Polar solvent that may be present in the 
composition including ether, ketone, ester, amide, dimethoxyethane, acetonitrile, 
dimethylformamide, dimethylsulfoxide (col. 7 line 51 -col. 8 line 11); and examples of 
non-polar solvents that may be present include paraffin hydrocarbon such as benzene, 
toluene and xylene (col. 8 lines 16-31). The density of each dispersion medium for use 
in the marking ink composition is appropriately determined according to the function of 
the dispersion medium (col. 9 lines 21-23). Direct dyes, acid dyes, basic dyes and oil 
dyes may be used in the composition (col. 1 1 lines 11+). The reference teaches that 
the marking composition may be used in a marking pen and a sign pen (col. 21 lines 31- 
34). Katoh et al fails to specifically exemplify the use of ink composition as a writing ink 
(i.e. marking pen) as claimed by applicant. Therefore, it would have been obvious to 
one of ordinary skill in the art to use the ink composition as a writing ink as claimed by 
applicant as Katoh et al also discloses the use of the ink composition as a writing ink but 
shows no example incorporating them. 



Allowable Subject Matter 

Claims 9 and 22 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The references alone or in combination fail to teach the specific combinations 
set forth in claims 9 and 22 in view of the rest of the claim limitations. 
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Conclusion 

The remaining references listed on forms 892 and 1449 have been reviewed by 
the Examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Veronica F. Faison whose telephone number is 571- 
272-1366. The examiner can normally be reached on Monday-Thursday and alternate 
Fridays 8 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 571-272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



